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. Outline

®* Commercial Consideration

® Legal Consideration
® Licensing Contract

® Tax Consideration



Commercial Consideration

Business Views & Opportunities



. IP (Intellectual Property) .

® Copyright (Software)

® Trademark (License)
® Patent

® Franchise

® Formula / Know-how

® Trade Secret



. Non-|P

® Distribution Channel

® Sole distributor

® Exclusive distributor

® Customer Database

® Selective list



IP Ancillary Services

Training ), | Development )

Maintenance - Customization
Hot-line / Helpdesk ¢ Localization
\« ( Royalty & License )
Marketmg " Installation |

| Upgrade ) '--(Commissioning)
Gurchasing)-“":




. IP Acquisition & Disposal .

® est Brand: Sermsuk & TBI

® Offshore Trademark Transaction
® Bireley’s: Ichitan Group
® Trademark / Formula / Distribution Channel

® Chokchai Milk: Malee

® Sriracha Chilli Sauce: Golden Mountain
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. IP Acquisition & Disposal

* EPG (Eastern Polymer Group)
* Customer Database
* Berli Jucker (BJC)
* Distribution Channel
* Customer Database
* PCS (Cleaning Service)
* Customer Database



IP Acquisition

Due

- Valuation
Diligence

|IP Deal

Negotiation



. IP Valuation .

® Cost Approach

® Brand building / Brand expansion
® Revenue Approach

® Timing / Discount Cash Flow

® Market Approach
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Legal Consideration

Contract Perspectives



(-9 %4 (-9 oga
. n19U5ulAgeas1anTwad Uil .

R&D / Branding Co

* HiA9 “ANATRINSWERUNNL N AE “N1gan
NLUEW / “NNgNdeYeYn License” NSANY
2 11 ! =4 ga b} )
* AdTLSTEINU “YARINSWERUNL Yoy
(Valuation) TN udNe
* adsuiselagiiann Intellectual Property A28

Franchise / License

* AagNANNAILULNANg Regional / Global Brand
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-V v % oda
. msU5ulAseasIanFnaduniluan .

R&D / Branding Co

Intellectual Property

Evaluation to know
real value of IP and
business (goodwill)
for JV or exit

Registration to
protect the IP owner Licensing /

and itis evidence to | pranchising the rights
constitute legal rights | p (Royalties /

(Trade secret / License fee /

.Confiden.tial Franchise fee /
information) Procurement fee)
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. IP & Non-IP

Intellectual Property

Non-IP

Copyright (Software / License)

Distribution Channel

Trademark (Brand)

Customer Database

Patent (Invention / Product

Design / Processing)

Training

Know-how / Formula

Trade Secret
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. IP Buy or License

® Sale & Lease Back Concept
® Huge cash investment
® Ownership and Risk-Taking
® Amortization

® Tax Loss Utilization

® Input VAT

18



. Sale and Lease-back: AR .

(| d 1 1

(] Aa v o a a
¢ ﬂﬂ'\ﬁlLﬂu “usg V]ﬂlﬁJNﬂ%V]ﬁWﬂeﬁ@uﬁJﬂﬂ'\"

al

* 1Al “graa1e” annSnaRudauyan (Sunk Asset) an
52U (1N “ANFANTIAT 13U “ANLEn”)
* NEWERUGDUNNAT_LNT1E Net book value 1aD 1 LN
* NEWHRUGDUHAAT_bNRKZNAU “TIAARIA" AUNINAL
AeanN (Write-off & Realize Gain/Loss)
* lald "NaUNANUNINNNE (Tax Loss) Lalinw 51

* INATNYNSNIRUNNAAILRANFIANRAN LUNS AIRaIAazLNA
Als
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. Sale and Lease-back: .

Advantage

® PAFIUITHNTNE N “MBUNe” TN lEnY “AETda’

SINSIDAN b

* MBTALNLDANT _ bUNAIUUALIAN

- % =y as & a

¢ VLNﬁlﬂﬂﬂlﬂﬂUﬂ']E‘ﬁ‘ﬂLﬂ‘UN‘Nﬂﬂ

UV a a o\ (-9 o
* laRuaaN Wl uILARLNURUNINENI2aan bl
* AINAIN “DATIHIUTEWINUUAANY” (D:E Ratio) AU _

INSIZ U RUA AN LERURUANG ) ABILIFTEHN
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. Buy or Lease ? .

Difference Buy Fin Lease Op Lease
Investment Huge - -
CAPEX Depreciation - -
OPEX - / /
Accounting Asset Asset Expense
Tax Asset Expense Expense
Sunk Cost / - -
Replaceable Sale & New Purchase | New Lease | New Lease
Obsolete / - .




Confidentiality Agreement

Trade secret and employment (Case No. 5099/2550)

-High ranking employee with non-competition and non-

disclosure

-Unfair contract term? / Eligible to severance pay?
Trade secret and employment (Case No. 4123/2549)

- After resignation: Non-competition / Non-disclosure

- Permissible agreement? / Unfair contract term?



Trade Secret

Trade secret and employment (Case No. 10217/2553)

-What is ‘Trade Secret’ ? — Commercial benefits

(Name and address of customers)

-How to become “Trade Secret’ ? Identify / Controller

| Accessing process

-Non-disclosure terms under the employment

contract: Sufficient?



Contract Consideration

Drafting & Negotiation



Non-Disclosure Agreement

®Confidential agreement & Non-disclosure

agreement

—Definition of confidential information / Period

of non-disclosure

—Receiving Party and Disclosing Party /

Exception of disclosure



Non-Disclosure Agreement

—Sample:

“Both Parties interest to share certain

information on a confidential basis between the

Parties in relation to the performance of due
diligence concerning to the managing of hotel
located in Sydney, Australia of xxxxx

(hereinafter, the “Project’)”



Scope of License agreement

® Key commercial terms and conditions
—Scope of license: IP rights / Commercial rights
—Software / System
—Installation / Commissioning / Test-run
—Training / Translation
—Maintenance / Development / Upgrade

—Personnel

27




License agreement

® Sample clauses of contract on major issues

“LICENSE AND SUBLICENSE. Subject to the terms and conditions of this

28

Agreement, CBMX hereby grants to RDG a royalty-bearing world-wide and

non-exclusive (subject to Section 2.1.1 regarding Desk Top Synthesizers)

license to use the Technology only within the Field only for the purposes of (i)

developing Content for Catalogue Arrays and Catalogue Cassettes and (ii)

marketing, distributing, selling and having sold Licensed Products, in the

Territory to End Users, together with a non-exclusive right to sublicense RDG

Affiliates (for as long as they remain RDG Affiliates and provided that RDG

remains responsible for all of its obligations and those of its Affiliates under

this Agreement);




License agreement

29

Sample clauses of contract on major issues
“Payments (Software license)

3.1 License Fee In consideration of the grant of exclusive

license for the Licensed Program in Territory, Licensee

agrees to pay Licensor a fee of two (2) million United

States Dollars, the sum of which shall be paid as follows;



License agreement

30

Sample clauses of contract on major issues

“3.2 Royalties In addition to the License Fees specified in

Section 3.1, Licensee shall pay Licensor royalties

specified in Exhibit B.

3.3 Minimum Guarantee Licensee agrees to pay the

following Minimum Guarantee amount regardless to the

sales of the Licensed Program within the Territory to

Licensor which is non-refundable and non-recoupable.”




Franchise agreement

® Sample clauses of contract on major issues

“Recognizing the value of marketing to the goodwill and public

31

image of fast food restaurants, Company agrees to

maintain and administer a marketing fund (the “Marketing Fund”)

for such marketing (including advertising, promotion, public

relations and other marketing programs) as Company may deem

necessary or appropriate, in its sole discretion.




Franchise agreement

32

® Sample clauses of contract on major issues

“Franchisee shall contribute to the Marketing Fund an amount

not to exceed percent ( %), as determined from

time to time by Company, of the Net Sales of the Restaurant.

Company shall direct all marketing programs financed by the
Marketing Fund. Company shall have sole discretion over the
creative concepts, materials, and endorsements used therein,
and the geographic market and media placement and allocation
thereof.



Franchise agreement

33

® Sample clauses of contract on major issues

“Franchisee agrees that the Marketing Fund may be used to pay

the costs of conducting marketing surveys and research;

employing public relations firms; preparing and producing video,
audio, and written marketing materials;, administering multi-
regional marketing programs, including, without limitation,
purchasing television, radio, magazine, billboard, hewspaper,
and other media advertising, and employing advertising agencies

fo assist therewith;



Franchise agreement

® Sample clauses of contract on major issues

“providing marketing materials to fast food restaurants;

and holding conventions and regional meetings for fast

34

food restaurants. The Marketing Fund shall furnish Franchise

with approved marketing materials on the same terms and

conditions as Company furnishes such materials to Company's

other Franchisees.”

Any legal and tax consequences of this terms?




Post - License Agreement

® Non-Competition
—Duration
—Territory

® Non-Solicitation
—Customers

—Suppliers

Employees
® Non-Disclosure

—Confidential Information

35




Tax Consideration

All About Tax on Royalties

Transactions



Engineering Service Agreement

37

Case No. 665/2537 (Nestle)

Engineering and advisory services on production of goods with
separation of contracts (Engineering / Trademark License)

including:

(1) confidentiality condition (non-disclosure)

(2) all documents shall be returned to the service provider at the

termination of contract

(3) Not allow to copy

(4) Termination linkage (Engineering and License)




Engineering Service Agreement

38

Case No. 2642/2538 (Carnation)

Engineering advisory contract and Trademark

license contract with separate contractual parties
BUT:

(1) Offshore parties - same address

(2) Both contracts — same contract period

(3) Termination linkage of both contracts




Differences between

Royalties & Non-royalties

Royalty

Not Royalty

Licensing (not require a result of

work)

No license (hire of work contract)

Limitation to use certain information

(Possessive right)

No limitation to use information (No

possessive right)

Technical assistance may/may not

trigger a royalty

General consulting service / Basic
engineering service / Project
management service

Design service without transfer of

ownership

Design service with transfer of

ownership

Separation of software triggers a

royalty

Embedded software is an integral

part of hardware




. Key issues/documents .
under tax investigation

® Royalties vs. Non-royalties: Business contracts

® Royalties

® Intellectual properties: Trade Secret / Know-how /

Franchise

® Information: Commercial (Customer Database) /

Industrial / Scientific

® License: Copyright / Software (Shrink-wrapped) /
Trademark / Patent

® Lease of equipment: Ship / Helicopter / Truck / Crane «



. Key issues/documents .
under tax investigation
® Royalties vs. Non-royalties: Business contracts

ONot royalties

® Marketing: General services
® Distribution: Exclusive / Sole arrangement

® Hardware with embedded software (operating

software)
OAncillary services to royalty transaction

® Installation / Training / Maintenance

41



. NEC case: Operating
(embedded) software

- NECJapan |
Shipping invoice (split of hardware/software price) Japan
| Import of PABX (Hardware and Software) Thailand
e >  End-customers |
NEC | N
| Thailand ;

e NEC Thailand

- Separation of hardware and software price
- No withholding tax on software price. Correct?

- How to deal with customs duty on software part?

42



. NEC case: Operating .
(embedded) software

AAWINEIANATINT 2050/2559

ONMFULANTEULARULNSANNA AL UNAURILANN

I 1 dl” Ay 1 a
1Taldn1sganuynanduwianizgaunidullsunsy
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a o o a @ (] v
ABNNILADTUUNUFIU BUNANHsLI WA

20 Ya Aa a o

auaa luldans lulilsunsuaaunainas

1 o

. [~ o a v
(Software License) waNankuztilun1sdadum

1
=0

dunaranaadtsznavldaaallsunsy

ﬂ@u?\nma%ﬁug'm
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. NEC case: Operating .
(embedded) software

ﬁ']wwlnmﬁ'm'gjn'\‘f/"l 2050/2559 (Aa)

odailudauilsznaunddlunaziasldaslidianny
AUATULY IR IR UANTUBUE N U elE
aul@ (Operating Software) auRAN =TI
axnsougnaingaudsznauauls 3elaaranels
1 TanniassuuAgIA INSANNE A LUNBIAIN
A luaNalssnA TnauansiAllsunsy
ﬂ@u?\nLm%ﬁug'maanmn’tmm%wﬁn
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. NEC case: Operating .
(embedded) software

o

ﬂ'ﬁ\lwmmma'gjﬂ'ﬁ/"l 2050/2559 (Aa)

-y 1 ¥ 1 = =y [~ 1T a Aa Ao‘QJ
olunngangluavdszina nazaatiluparaynsau

[~ a U Q a -V
uRulanslszinuanun U 529705 1me1 40 (3)
TaNnNa9 LA NRUINWENANT T8 NANYAIN N16151 70

1 N 1 [~ Y a = o 1 =
12911 un15 19N 1s NN LU AL s INAL AN
N5 lEUSNIS LU MRIUNIANSG DUAZHAILAE
ABUAANANAINNIAG 83/6
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Esso (Thailand):

Cost allocation

. _EssoUS » HECNVEIBE 2,
Licensin\| ....................
Contract : |

Accounting centralized service to
Esso network worldwide

US ' Belgium

Thailand Other countries/ Cost allocation
' Esso Thailand I

i |
L e | | Esso affiliates

Cost allocation

- Esso US engages SAP US to provide accounting software and system

- SAP US allows Esso US (Parent company) and its affiliates worldwide to use the software
including maintenance service, consulting, training

- ECC has no right to be sublicensed but it is a centralize service provider among Esso
affiliates worldwide
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. Litigation Strategies .

* MINERINIHAL “WNAR” 15D “TUSAR” TUTUAIAZN

—Commercial

® Practices / Correspondences / Commercial

Papers (P/O, Invoice, etc.)
—Legal
® Contract / Evidences / Personnel
—Tax

® Interpretation / Precedent case

47



Thai Tank Terminal; .
Management Fee

Netherlands

""""""""""""""""" Liquid pipeline transport

[
»

Thai End-Customer

1. Thai Tank Terminal is a subsidiary of Pack Tank
2. Licensing contract to use know-how and IP

3. Management contract for non-royalties services

48



. Thai Tank Terminal .
Non-Royalty on Management Fee

FAWINEANRTNNT 13993/2555

e SJulafedszinunlasuazitlu@uladseinnlanag

a aa =~ 1 ¥ a aa v o
wqqﬁmmmnﬁuwLﬂugm"lumiﬂﬂmnmqu“l,ﬂuu

LAZANHUSLUAWINIUNNINUASY 9] Usznaunu

o\ QU - 2 -

o Y & = o
Tqmﬁmau"lumumaﬂﬂmvmuwueuwm‘umq

ﬂgummmmm%ﬂme@wmmmm@ ANATIIN
TASIASINIINITHEY BWAWNWILUAIRUD NSTIAATA
Tumgszing
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. Thai Tank Terminal .
Non-Royalty on Management Fee

ﬁﬁlmnmvﬂmzjﬂﬁ 13993/2555 (Aa)
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Hana Semi-conductor Case

e | S - o :
Manufacturer | Customers | ~ Customers |
(1) Purchase of
custoxger data (2) — Export of goods us
Thailand
(3) - Payment of sale  §="Hana (Thailand) " Deemed royalties

1. Customer data = Trade secret ?

2. Trade secret = Royalties ?
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. Hana Semi-conductor Case .

0o a

AAWINEIANATINT 1056/2549

'Y al” U a © P I
* MINFUUITAIILFIUANAITRIDLAN 2 WAINI
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. Hana Semi-conductor Case .

0o a

ﬂ’]WW’]ﬂH’]ﬁ’]ﬂ’gjﬂ’ﬁl 1056/2549 (Aa)
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. Hana Semi-conductor Case .

ﬁﬁlwmmma'gjn'\‘f/"l 1056/2549 (Aa)
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Tann
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. Hana Semi-conductor Case .

o

ﬂ'ﬁ\lwmmma'gjﬂ'ﬁ/"l 1056/2549 (Aa)
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. Hana Semi-conductor Case .

P~

7N 1056/2549 (Aa)

o
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. Sole Distributorship Agreement .

Sole distribution right fee can be considered as

‘royalty’?
®In view of OECD
®In view of Malaysia and Singapore
®In view of Thai Revenue Department

®In view of Thai court
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. Royalties in various situations .

OPurchase of trademark for use outside
Thailand:

(Tax ruling No. GorKor 0702 / 6652 dated 19
August 2552)

OWithholding tax ?

OVAT or not ?

58



. Royalties in various situations .

OCompensation of copyright infringement:
(Tax ruling No. GorKor 0706 / Por. 397
dated 5 March 2551)

OCompensation under contract =

Royalties

O Compensation under court

order/judgment = Non-royalties
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. Royalties in various situations .

O Trademark reqgistration outside Thailand:

(Tax ruling No. GorKor 0706 / Por./ 910
dated 21 March 2551)

OVAT or not ?
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Nike Case

(Customs Valuation on Royalties)

Bridgestone |
........... : - | USAlInc.

Trademark License and Sole Dlstrlbutorshlp Agreement

- For trademark usage of NIKE products in Thailand

- OEM pricing for golf ball in Thailand and US are not different (per
unit)
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B B
(Customs Valuation on Royalties)

FAWINEANRTNNT 962/2554

Y
o‘&/da v
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B B
(Customs Valuation on Royalties)

ﬁﬁ\lwmmmaﬁmﬁ 962/2554 (A1)
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Louis T. Leo-oven Case .
(Marketing Service)

I | Non-royalties
Marketing Service Agreement Denmark

Thailand

Louis T. Leo-oven | Sale of Products Thai End-Customer

Marketing service provided outside Thailand
No IP rights provided to Thailand

No trade secret to support marketing service

H wonhoRe

No confidentiality is required
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. Louis T. Leo-oven Case .
(Marketing Service)

FRWINEANRTNNT 4812/2547
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. Louis T. Leo-oven Case .
(Marketing Service)

o
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. Louis T. Leo-oven Case .
(Marketing Service)
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Pizza Hut Case: .
Marketing Fee
Deemed royalties

7)N1 4440/2552

Pay\ Franchise fee / Royalties USA

(WHY 15% and VAT 7%) Thailand

Pay marketing expenses | 3rd party: Ad Agency / Event |
[Any WHT and VAT?] I_Orgamzer / MKT suppliers I

Franchise Agreement

- Franchise fee / Monthly royalties (WHT & VAT)
- Marketing expense not less than 3% of gross sale

- Marketing activities and collateral under control and consent of Pizza Hut
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. Pizza Hut Case: .
Marketing Fee

FAWINEANRTNNT 4440/2552
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. Pizza Hut Case: .
Marketing Fee

ﬁﬁ\lwmmmaﬁmﬁ 4440/2552 (h1a)
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. Pizza Hut Case: .
Marketing Fee

ﬁﬁ\lwmmm@ﬁmﬁ 4440/2552 (h1a)
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Philips Electronics: .
Marketing Fee

Deemed royalties
Marketing Service Agreement Netherlands
Thailand
v
. Philips Electronics | s/ of products
i - | : :
____(;Tllal_lalld_) ........... K Thal End_Customer

1. Marketing service provided outside Thailand

2. Trade secret is to support marketing service

3. Confidentiality is required / Then, it is regarded a royalty

Similar to ‘Electrolux Case’ on Marketing Fee
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. Electrolux case .
Royalty on Marketing Service
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. Electrolux case .
Royalty on Marketing Service
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. Electrolux case .
Royalty on Marketing Service

ARAWINEIANAT)NT 5808/2557

¢ w aa

° eﬁ\‘lﬁ’]uﬂﬁﬁmﬂﬁﬁ&l LL@mﬂ’]WWNW@uﬁJﬂﬁlﬂﬂﬁﬂ’ﬂ\‘i ﬂ’)il

ansouziilunsaadulanlssluma U 5ugns
N9 40 (3)

a I al 1 Y a o ~ 0
¢ Nuﬂ']ﬁlﬂllLLVINV]I@V]ﬁ@'\EldlM‘U?EVI 2. Lﬂuﬂ%‘@’m

ANADLILNUATRNEATNBUR YTz sznAlne
@ p=x p=" Y, < =Y v &

NUUTENAFILAULANBNIFIAUNITL AU TR WD LU
)\ 1~ o\ [« 4 4
Rulansilsziiuma U.540705 31091 40 (3) Tann
AINUUINADINNN AU U NANLAINNIAGT 70 5,



dlam FREE Download

N www.taxtanktv.com




Thank You

SIAM CITY LAW OFFICES LIMITED

CHAVALIT & ASSOCIATES LIMITED SCL TAX CONSULTANTS LIMITED

CHAVALIT & PARTNERS LIMITED << || SCL INTERNATIONAL LIMITED
) om—

[HUA HIN]
LAW GROUP

SCL LAW OFFICES LIMITED SCLH LEGAL & TAX CONSULTANTS LIMITED
[LAO PDR] [MYANMAR]

SCL LAW OFFICES LIMITED
[cAMBODIA]



Presenter Profile

Chinapat Visuttipat

FUANG IGNBUNNE

Partner
SCL Law Group

Tel: 092-286-4770

E: chinapat@siamcitylaw.com

LINE ID: chinapat.taxtank

1. Uszaunisaninndn 25 YlunulialEnmngunng Arumsainsg / IPO /
M&A maaﬂ@uﬁmty'}w}ﬁ@?ﬁ@ 5§34 Offshore Incorporation / Family Business

2. laEneungnanslulnawazaneilssimasoniu Partner an 13 AUWAST
Ensnguanganna 120 AvEIUAEnIUEaY SCL Tulna tdiauing / addl.
A7 / NN

3. mEnsussans l?';?mﬁzymw'\gs?mLLazm?:flmmﬁuum wasinausy
aaanta N 151 1w “a1a1sdRAsiiumBains” uwaz nguaagsnaly
UANGATUSYUN6I5/IN 0. 5904 / N. 5950ANRAT / 1. WNNIUA9 / N, ASLnw /
N. UaNIsANLNE / ENFRUARATIU / IRIAINTUNWIINERE / N, NFINN

4. ensilszanlunn aa1unssunising (I0D) ANIANLSHNAANITRINY
(AIMC) ARNIAUBNNSNEwaUszinAlng sUIA15H WAL ANIANFINARN €]

5. “AMENSTNNISANE R9@NUanIsAwINLsznalng uaz “Hlnanasan
M Usganman #aIngnans

6. “NFTNNITATIAHAL” (Audit Committee) LTHNAANLLLEWIUARIAURNNTWE

78
www.facebook.com/TaxTank chinapat.lawclub@icloud.com




Line ID: chinapat.taxtank




O.BUNNS Jansiwng

=18 TAX TANKV

BOVSIEHNMS aNsS: ADIIS NNNILESSNTO

T R
,-‘.‘u};f;,» :_'\, bl
SRERSRMR 1




